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DETAILED ACTION 

1 . Applicant's submission, filed April 16, 2009, has been carefully considered. The 
objections to the claims and to the drawings set forth in the previous Office Action have 
been withdrawn. Examiner has also withdrawn the rejections under 35 U.S.C. 112. 
However, examiner maintains the prior art rejections set forth in the previous Office 
Action. 

2. Claims 1-5, 9-11, 14-17, 19, and 23 are pending. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-5, 9-11, 14-17, and 23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by loanesian et al. (US 3,728,040). 

With regard to claim 1, loanesian discloses a drilling apparatus comprising: a 
turbine (1) being provided with a turbine shaft (7), a hydraulic braking device (15) 
configured to operate with the turbine wherein the hydraulic braking device comprises at 
least one body (11,13) connected to said turbine shaft, and wherein when said 
hydraulic braking device is immersed in a fluid medium, rotation of the turbine shaft 
about its axis causes a movement of the said at least one body with respect to the said 
fluid medium, this movement generating a resisting torque that is a function of the 
square of the rotation speed of the turbine shaft with respect to the said fluid medium. 
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With regard to claims 2-5, loanesian discloses a braking shaft (the lower half of 
shaft 7) coupled to the said turbine shaft (the upper half of shaft 7), wherein the body is 
connected to the braking shaft. The shafts are coaxial, they rotate together and are 
combined into a single shaft. 

With regard to claim 9, the body rotates when the turbine shaft rotates. 

With regard to claims 10 and 1 1 , the body is connected to the shaft via a 
connecting means comprising an anchor zone. 

With regard to claims 14-17, the bodies are spaced in a regular manner, have the 
same axial positions, are identical, and have the same dimensions. 

With regard to claim 23, loanesian discloses a turbine (1) comprising: a turbine 
shaft (7) and; a hydraulic braking device (1 5) comprising at least one body (11, 13) 
connected to said turbine shaft (4); wherein when said hydraulic braking device is 
immersed in a fluid medium, rotation of the turbine shaft about its axis causes a 
movement of the said at least one body with respect to the said fluid medium, this 
movement generating a resisting torque that is a function of the square of the rotation 
speed of the turbine shaft with respect to the said fluid medium. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
loanesian et al. 

loanesian discloses the braking device being upstream of the turbine, rather than 
downstream. However, it would have been considered obvious to one of ordinary skill 
in the art, at the time the invention was made, to have arranged to have modified 
loanesian so that the braking device was downstream of the turbine, since it has been 
held that rearranging parts of an invention involves only routine skill in the art. In re 
Japikse, 86 USPQ 70. 



Application/Control Number: 10/540,236 Page 5 

Art Unit: 3676 

Response to Arguments 

7. Applicant's arguments filed April 16, 2009 have been fully considered but they 
are not persuasive. Applicant has argued that loanesian discloses a linear relationship 
between torque and speed, rather than a squared relationship. Applicant further argued 
that it is the examiner's burden to prove that a squared relationship is inherent in 
loanesian. Examiner respectfully disagrees. The claims merely require the braking 
device to comprise a body connected to a turbine shaft. It is clear that loanesian 
discloses at least a body connected to a turbine shaft. The claims do not define any of 
the structural differences between applicant's disclosed invention and loanesian's 
invention. Therefore, examiner can only conclude that if a turbine shaft has a body 
connected to it, it must have a squared relationship between resisting torque and speed. 
Applicant's refusal to provide any evidence why loanesian does not disclose a squared 
relationship only reinforces the examiner's conclusion. In fact, applicant has not 
provided any evidence that the equation provided on page 4, line 27, is not true for all 
hydraulic braking devices. Applicant states in line 23 of page 4, that "this relation [is] 
obtained by use of one of Newton's laws." A relationship derived from a law should 
always be true. 

Furthermore, simply for the sake of argument, the claims do not define what the 
"function" actually is. Broadly, this "function" could involve taking the square root of the 
square of the rotation speed of the turbine shaft with respect to the fluid medium. This 
would imply a linear torque-speed relationship. Examiner does not acquiesce that 
loanesian discloses a linear relationship, examiner is merely pointing out that a linear 
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relationship is actually within the scope of claims 1 and 23. Therefore, the rejection is 
maintained. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT E. FULLER whose telephone number is 
(571)272-0419. The examiner can normally be reached on Monday thru Friday from 
8:00 AM -5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer H. Gay can be reached on 571-272-7029. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Shane Bomar/ 

Primary Examiner, Art Unit 3676 

06/09/2009 
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